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The indicated allowability of claims 1, 2, 5-8, 19, 21 and 22 is withdrawn in view of the 
newly discovered references to WO 95/03907 and U.S. patent 5,384,306, which were cited by 
applicants in the information disclosure statement of 2 November 2009. Rejections based on the 
newly cited references follow. 

Since prosecution was re -opened due to art found in the information disclosure statement 
of 2 November 2009, the allowability of all the pending claims was reconsidered with respect to 
the previously cited art, with respect to 35 USC 1 12 and a new search was preformed. 

The indicated allowability of claims 17 and 18 is withdrawn in view of the 
reconsideration of the article by Borsella et al. The indicated allowability of claims 13 and 14 is 
withdrawn in view of a newly discover 35 USC 1 12 issue. The indicated allowability of claims 1, 
5 and 11-16 is withdrawn in view of the newly discovered reference to U.S. 6,602,439. 
Rejections based on 35 USC 1112 and these references follow. 

The Japanese Office Action cited in the information disclosure statement of 2 November 
2009 has been considered with respect to the provided English translation. DE 4009299; JP 6- 
247712; JP 6-92712 and JP 3-80106 all cited in the information disclosure statement of 2 
November 2009 have been considered with respect to the provided English abstracts. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 13 and 14 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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Claims 13 and 14 recites the limitation "the dispersion". There is insufficient antecedent 
basis for this limitation in the claims or in claim 1 1 from which they depend. 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1 and 2 are rejected under 35 U.S. C. 102(b) as being anticipated by WO 
95/03907. 

This reference teaches nanostructured or nanosized particles and the method for making 
the particles. Table 2 teaches a collection of alumina nanoparticles, or primary particles, having 
an average diameter of 18 nm and wherein all the particles are within the range of 8-50 nm, 
which the reference defines as "width". The average diameter falls within the claimed ranges and 
the maximum particle diameter of 50 nm is less than 3 times the average diameter of 18 (which 
is 54). The reference teaches the claimed collection of alumina particles. 

Claims 1,5,6, 8, 19 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. patent 5,384,306. 

This reference a collection of unagglomerated, or primary, oxide particles (col. 1, lines 
15-17). The oxide can be alumina and the particles have an average diameter in the range of 1- 
500 nm, preferably 1-50 nm and at least 99% of the particles have a diameter greater than 40% 
of the average and less than 140% of the average and none of the particles have a diameter 
greater than 60%> of the average and less than 160% of the average. The taught minimum size of 
1 nm falls within the scope of "about 5 nm". The taught size distribution ranges falls within the 
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claimed ranges and none of the particles have a diameter greater than about 3 or about 2 times 
the average diameter. The reference teaches the claimed collection of particles. 

Claims 17 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by the article 
by Borsella et al. 

This article teaches producing a collection of alumina particles having an average 
diameter of 15-20 nm by flowing a molecular stream comprising trimethylaluminum, an 
aluminum precursor; N2O, an oxidizing agent; and ethylene gas, one of applicants' defined 
infrared absorber; through a reaction chamber and pyrolizing the flowing molecular stream in the 
reaction chamber where the pyrolysis is driven by the heat absorbed from a continuous wave 
laser beam. The reference teaches the claimed method. 

The declaration under 37 CFR 1.132 filed 21 December 2006 is insufficient to overcome 
the rejection of claims 17 and 18 based upon this article. Section 5 of the declaration discussed 
this article and in that section Dr. Li states the particles resulting from the disclosed process do 
not disclose or suggest the claimed particles. While this is correct with respect to claims 1-3, 5-8, 
11-16 and 19-22, which are directed to particles having a defined particle size distribution; the 
rejected claims 17 and 18 is directed to method for making a collection of alumina particles 
having an average diameter of 15-20 nm. There is no particle size distribution defined in these 
claims and thus the particles of the article fall within the scope of the particles made by the 
process of claims 17 and 18. It should be noted that figure 2a shows that the as synthesized 
particles are not amorphous as argued, but have a gamma crystal structure. This is also discussed 
in the paragraph started on page 1346. 
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The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 2, 5-7, 19, 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. patent 5,384,306. 

As stated above, this reference teaches a collection of unagglomerated, or primary, oxide 
particles (col. 1, lines 15-17). The oxide can be alumina and the particles have an average 
diameter in the range of 1-500 nm, preferably 1-50 nm and at least 99% of the particles have a 
diameter greater than 40% of the average and less than 140% of the average and none of the 
particles have a diameter greater than 60%> of the average and less than 160% of the average. The 
taught average particle size range overlaps that of claim 2 and the taught distribution of a 
diameter of greater than 40%> of the average and less than 140%) of the average overlaps the 
distributions of claims 7 and 22. Product claims with numerical ranges which overlap prior art 
ranges were held to have been obvious under 35 USC 103. In re Wertheim 191 USPQ 90 (CCPA 
1976); In re Malagari 182 USPQ 549 (CCPA 1974); In re Fields 134 USPQ 242 (CCPA 1962); 
In re Nehrenberg 126 USPQ 383 (CCPA 1960). Also see MPEP 2144.05. The reference suggests 
the claimed collections of alumina particles. 

Claims 1, 5 and 1 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. patent 6,602,439. 

This reference teaches a collection of alumina primary particles having an average 
diameter in the range of about 100 nm to about 750 nm (col. 34, lines 66-67 and col. 36, lines 45- 
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46). This size range overlaps that claimed. These particles have a distribution where at least 
about 95% of the particles have a size that is not larger than twice the average. This range of "at 
least 95%" overlaps the claimed range of "less than about one in 10 6 ". The reference teaches that 
these particles are used in chemical mechanical polishing compositions and that chemical 
mechanical polishing compositions comprise 7-17 wt% of the particles, as the abrasive particles, 
in a liquid medium, such as an aqueous medium (col. 39, lines 5-13). Since the reference teaches 
liquid mediums in general and teaches the preferred one is aqueous, this suggests to one of 
ordinary skill in the art that any other known polishing liquid medium can be utilized, even 
though it is not preferred, such as non-aqueous mediums. Column 39, lines 56-60 and the claims 
of the reference teaches that the polishing composition can also contain a mixture of abrasive 
particles produced by the taught process. Thus the reference teaches the polishing composition 
can contain the disclosed alumina particles and a second oxide, such as ceria or silica particles. 
The taught process form colloidal sized particles and thus teaches colloidal silica. Therefore the 
reference suggests the claimed collection and compositions. 

Claims 3 and 20 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

There is no teaching or suggestion of a collection of y-alumina particles where the 
particles have an average diameter of primary particles from about 5 nm to about 500 nm and 
either a distribution of particle sizes where at least about 95% of the particles have a diameter 
greater tan about 40 % of the average diameter and less than 160% of the average diameter or 
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where less than about 1 in 10 6 particles have a diameter greater than about 3 times the average 
diameter. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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March 1,2010 


/C. Melissa Koslow/ 
Primary Examiner 
Art Unit 1793 


